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DETAILED ACTION 
Status of Claims 

Claims 1, 6-22, 27 and 33-35 are pending. 

Claims 8-22 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a nonelected 
inventions and species, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction 
(election) requirement in Paper No. 5. 

Claims 2-5, 23-26, 28-32 have been cancelled. 

Claims 1, 6-7, 27 and 33-35 are under examination. 
Withdrawn rejections and objections : 

In view of the amendments to the claims and applicants' 
arguments, the rejections under 35 USC 112, second paragraph and 
103 in view of Matsuhashi are withdrawn. 

Specification 

The amendment filed 11/10/04 is objected to under 35 
U.S.C. 132 because it introduces new matter into the disclosure. 
35 U.S.C. 132 states that no amendment shall introduce new 
matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: 
the incorporation of the entire application, S.N. 09/705,187 
(the '187 application) . The as-filed specification of the 
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instant specification simply states to ^'see" the ^187 
application. It does not make reference that this is an 
essential material necessary to support the claims. The 
presently amended specification now recites that this is an 
essential material that supports the claims. [Also, the 
amendment does not accompany a statement executed by the 
applicant, or a practitioner representing the applicant, stating 
that the material being inserted is the material previously 
incorporated by reference (which was not) and that the amendment 
contains no new matter. 37 CFR 1.57(f)-] 

Applicant is required to cancel the new matter in the reply 
to this Office Action. 

Claim Rejections - 35 USC § 112, first parsigraph 

Claims 1, 5-7, 27 and 33-35 are rejected under 35 
U.S.C. 112, first paragraph, as containing subject matter which 
was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the 
inventor (s), at the time the application was filed, had 
possession of the claimed invention for reasons advanced in the 
last Office action. 

Response to Arguments 

Applicants state that the specification has been amended to 
expressly incorporate subject matter from co-pending U.S. 
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application 09/705,187, which was incorporated by reference on 
page 9 of the specification, paragraph 21. A copy of the 
application is attached herewith. Specific support for this 
amendment can be found on page 3, lines 11-14, page 7, lines 18- 
23, page 8, line 7; page 14, line 1; and page 14, lines 4-11 of 
U.S. application 09/705,187. 

In response, applicants' incorporation of the entire ^187 
application is not supported in the as-filed specification of 
the instant specification. The instant specification at page 9 
does not recite that the ^187 is incorporated by reference. It 
simply states '\..see, e.g., United States Serial No. 09/705, 187, 
entitled Polymer Gel Contact Masks And Methods And Molds For 
Making Same." MPEP 608.01(p) states that mere reference to 
another application, patent, or publication is not an 
incorporation of anything therein into the application 
containing such reference for the purpose of the disclosure 
required by 35 U.S.C. 112, first paragraph. In re de Seversky, 
474 F.2d 671, 177 USPQ 144 (CCPA 1973). 

The as-filed specification does not provide a description 
of a method by which a polymer gel contact mask with cavities 
have a size and an orientation of wells of a 96-well, 384-well 
and the other recited multiwell. The ^187 application does not 
disclose, as' of filing, a polymer gel cavities that is sized 
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and orientated corresponding to the size and orientation of the 
different multiwell. Furthermore, the as-filed instant 
specification presents a different concept and provides a 
description of a gasket. It does not recite the use of gasket or 
polymer gel mask in the alternative as in the presently amended 
specification. There is no description as to how the polymer gel 
mask is used such that the method of detecting modification of a 
target member of a biochemical pathway is obtained. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 1, 6-7, 27 and 33-35, as amended, are rejected under 
35 U.S.C. 103(a) as being unpatentable over Ruggieri et al 
(6,630,296) in view of Beebe et al (USP 6 , 488 ,'872 ) . 

Ruggieri et al discloses at col. 3, lines 10-40 a method of 
in which SRK (a class of proteins involved in cell signal 
transduction pathways such as MAPK pathways) activates inactive 
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MAPKK polypeptides, i.e., an MAPKK stimulatory activity. This 
activity can be direct, e.g., by directly acting upon the MAPKK 
(e.g., phosphorylating it), or it can be indirect where 
activation is accomplished by acting upon one or more 
intermediates which then stimulate MAPKK activity. An MAPKK 
stimulatory activity means, e.g., that SRK, and polypeptides 
thereof, activate or stimulate a MAPKK protein kinase activity. 
MAPKK stimulatory activity can be measured in vivo or in vitro 
as illustrated in the examples. MAPKK proteins stimulated or 
activated by SRK include, e.g., MEK. See col. 13, line 2 as to 
the use of src . In one type of assay, SRK is co-expressed in a 
cell with an MAPKK; the MAPKK is isolated, and then assayed for 
kinase activity using an appropriate substrate, e.g., ERK when 
MEK is used. The amount of stimulatory activity can be 
determined by measuring the MAPKK kinase activity from cells 
transfected with and without SRK. MAPKK stimulatory activity can 
also be measured in cell -based assays. SRK is a member of a 
cell signal transduction pathway, one activity of which is to 
activate gene transcription. Expression analysis can be 
performed conventionally. For example, high-density 
oligonucleotide chip arrays can be designed to monitor 
expression. Ruggieri et al at col. 16, lines 37-45 recites a 96 
well plates as a substrate, inter alia and refers to the 
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different U.S. Patents for its method of making. Ruggieri at 
col. 14, line 10 up to col. 15, line 55, discloses a method of 
regulating a biological response in which SRK, or a homolog 
thereof, participates, e.g., by being a participant in the 
biochemical pathway which leads to the ultimate cellular 
response. For instance, the invention relates to methods of 
modulating signal transduction in which SRK is involved. Since 
such signal transduction can lead to various biological 
responses, including transcriptional activation of certain 
genes. The method relates to detecting a protein kinase activity 
in a SRK polypeptide, or a biologically-active polypeptide 
fragment thereof. Typically, a method of detecting kinase 
activity in a SRK polypeptide comprises, reacting a human SRK 
polypeptide, or a biologically-active polypeptide fragment 
thereof, and a substrate under conditions effective said SRK 
polypeptide to phosphorylate said substrate; and detecting said 
phosphorylation of said substrate. Effective conditions include, 
e.g., appropriate substrates, ATP, co-factors, etc. For SRK 
kinase assays, substrates can be, e.g., MAPKKs, such as MEK. 
Kinase activity means, e.g., the ability of SRK to transfer a 
phosphate group from a phosphate donor (e.g., ATP) to a 
phosphate acceptor (e.g., MBP) . Ruggieri et al also discloses 
methods of identifying substrates for SRK kinase activity. SRK 
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can be contacted with a test substrate, either in vivo or in 
vitro, under conditions effective for phosphorylation to occur. 
After a suitable time, the substrate can be isolated and probed 
for the presence of a phosphate residue. As mentioned, a 
preferable method of detecting phosphorylation is to use 
radioactive ATP. The method further relates to identifying 
agents which modulate a MAPKK stimulatory activity of a human 
SRK polypeptide, or a biologically-active polypeptide fragment 
thereof, comprising, administering a test agent to a cell 
expressing (1) a human SRK polypeptide, or a biologically-active 
polypeptide fragment thereof, and (2) an MAPKK polypeptide, 
under conditions effective for said SRK polypeptide to stimulate 
protein kinase activity of said MAPKK polypeptide; detecting 
said protein kinase activity; and identifying whether the test 
agent modulates said stimulatory activity of said SRK 
polypeptide by comparing the amount of kinase activity in the 
presence and absence of the test agent. MAPKK stimulatory means, 
e.g., the ability of SRK to activate the kinase activity of 
MAPKK, itself. Such stimulation can be direct or indirect, e.g., 
where SRK stimulates a factor, which, in turn, stimulates MAPKK. 
The stimulatory effect is relatively specific for the MAP kinase 
cascade. The term "administering" as used, means, e.g., any 
suitable delivery technique, which is adequate to place the 
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agent in a location where it can elicit an effect. For example, 
administering can mean contacting a cell or host in an effective 
manner with the agent of interest, whereby the agent can 
modulate the activity of interest. See further cols. 25 and 26, 
Example 1 and 2 for the specifics of the method. Ruggieri does 
not disclose the use of polymer gel contact mask as recited. 
(Note however, Ruggieri' s reference to the different US patents 
at col. 16, ibid, which discloses hydrogel. It is disclosed 
therein that the function of the hydrogel appears to be 
associated mainly with elimination of nonspecific binding.) . 
Beebe at col. 6, line 56 up to col. 10, line 38 discloses a 
polymer gel mask. Beebe discloses that regions in the channel 
that are to be free of the polymer gel are masked from the 
reaction (polymerization trigger) . The reaction is therefore 
confined to the desired spatially defined region and any 
unreacted (polymerization) mixture is rinsed form the channel. 
It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to use a polymer gel 
contact mask in the method of Ruggieri as taught by Beebe . The 
advantage i.e., elimination of unreacted mixture taught by Beebe 
would provide the motivation to one having ordinary skill in the 
art to make the modification. Ruggieri provides the same or 
similar advantage, as known in the cited prior art. 
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No claim is allowed. 

Conclusion 

Applicant's amendment necessitated the new ground (s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 
CFR 1.136(a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

This application contains claims 8-22 drawn to a non- 
elected invention. A complete reply to the final rejection must 
include cancellation of nonelected claims or other appropriate 
action (37 CFR 1.144) See MPEP § 821.01. 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to T. D. 
Wessendorf whose telephone number is (571) 272-0812. The 
examiner can normally be reached on Flexitime. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Andrew Wang can be 
reached on (571) 272-0812. The fax phone number for the 
organization where this application or proceeding is assigned 
is571 273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 




T. D. Wes^ndorf 
Primary Examiner 
Art Unit 163 9 
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